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Life of a Trademark
I CREATION

– Choosing a trademark or service mark
II. SCREENING and CLEARANCE

– Making sure the proposed mark is available
III. PROTECTION

– Seeking protection, country-by-country
IV. MAINTENANCE

– Renewing trademark registrations

Part I: LIFE OF A
TRADEMARK

CREATION

What is a Trademark?
• What is a trademark?
– Word, slogan, symbol, design or
combination thereof used to
identify or distinguish goods
of one party from those of
others.
• What is “trade dress”?
– Design of a product (shape),
packaging in which a product is
sold (“dressing”), color of product
or packaging, “almost anything
at all that is capable of carrying
meaning.”

TYPES OF TRADEMARKS
Word

Marks

Design

LIBERTY

Marks

Composite

Marks containing words and design

Liberty

Non-traditional Trademarks
Shape:

Bottle shape for pancake syrup

Color:

Pink color for insulation

Sound:

Three chimes sound for television
broadcasting services

Scent:

Plumeria flower blossoms scent for
sewing thread

Non-traditional Trademarks

Configuration of the Goods
 For “cereal based

snack foods”

Reg. No. 1,929,420

Non-traditional Trademarks

Configuration of a Building
 For contemporary

music museum
services
Reg. No. 2,508,347

Select Strong Trademarks!
In general, the more “distinctive” a mark is, the
stronger it is and the greater the scope of
protection the mark will receive in court against
uses of the same or similar marks.
Because all trademarks do not receive or deserve
the same scope of protection, the type of mark a
business selects will have a direct effect on its
ability to protect the mark.

Strength (inherent and marketplace)
“Strength” of a mark refers to its ability to identify and distinguish the
goods/services of one party from those manufactured or sold by others and to
indicate the source, even if that source is unknown.
“Strength” can be measured by two factors:
1) The degree to which the mark is inherently distinctive (fanciful, arbitrary
or suggestive).
• The more unusual, arbitrary, and fanciful a mark, the more unlikely
it is that two independent entities would have chosen it.

2) The degree to which it is distinctive in the marketplace.
• Fame, or the extent to which prominent use of the mark in
commerce has resulted in a high degree of consumer recognition.
– Even a mark that had to acquire distinctiveness may qualify as
a very strong mark for likelihood of confusion analysis.

Trademark Continuum

Source Indicating
Capacity

No Source
Identifying
Capacity

Not Inherently
Distinctive
– but may acquire.

Generic

Merely Descriptive

Suggestive

Arbitrary

Fanciful

soda

COASTER-CARDS

VERICHECK

APPLE

EXXON

Inherently
Distinctive
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Part II: LIFE OF A
TRADEMARK

SCREENING and
CLEARANCE

Why Protect Trademarks?
• Trademarks create identity in a product (or
service).
• Trademarks foster trust in a product (or service).
• Like patents, trademarks may help provide
revenue through licensing or sale.
• Like patents, trademarks can be used to get
additional capital for your business.
• Unlike patents, trademarks are less expensive to
acquire.

Types of Trademark Protection
in the U.S.
• Common Law – unregistered; derived from use. “TM” “SM”
• State Registration – the “truly local.” Registered with one or
more U.S. states

• Federal Registration® - interstate commerce or
between the U.S. and another country.
• Other Federal Statutes
– Smokey Bear
– Woodsy Owl

SCREENING and
CLEARANCE in the U.S.
• USPTO DATABASE
– Federally registered trademarks and pending applications for registration
• STATE TRADEMARK REGISTRIES
• DOMAIN NAME SEARCH
– Generic Top Level Domains (gTLDs)
– Country Code Top Level Domains (ccTLDs) (e.g., .us)

• COMMON LAW SEARCH
– the Web, trade names, trade directories, etc.
Obtaining a “full search” helps to ensure that these other sources of
information will be considered in clearing trademarks.

SCREENING and
CLEARANCE in the U.S.
• But what are we searching for?
– To avoid adopting the same or similar mark for the same or related
goods or services belonging to another party
– To minimize business risk that we are adopting a mark that infringes the
mark of another party
– Note that we can only hope to minimize the risk as there is some
inherent risk in any search
• And if we adopt an infringing mark?
–
–
–
–

Receive a demand letter and possibly a formal complaint
Stop use of our mark, recall uses of our mark, corrective advertising
Damages, including possible treble damages and attorneys fees
Costs in adopting a new mark and “starting over” in this process

PART III: LIFE OF A
TRADEMARK

PROTECTION
(U.S.)

Does a Company Need to Register its
Mark in the U.S.?
• Not required, because trademark rights
(in the U.S.) arise from use on or in
connection with goods or services,
BUT…
– There are significant advantages to
having a federal trademark
registration.

Advantages of Federal Registration
on Principal Register
• Public notice of your claim of ownership of the mark;
• A legal presumption of your ownership of the mark and your exclusive
right to use the mark nationwide on or in connection with the
goods/services listed in the registration;
• The ability to bring an action concerning the mark in federal court;

• The use of the U.S. registration as a basis to obtain registration in foreign
countries;
• The right to use the federal registration symbol ®;
• Listing in the United States Patent and Trademark Office’s online
databases; and
• Registration may be recorded with U.S. Customs and Border Protection to
prevent importation of infringing foreign goods.
 The recordation fee for trademarks is US$190 per International Class of
goods.

How Do I Get a Federal
Trademark Registration?
• File an application (in English) at the U.S.
Patent and Trademark Office.
• You can complete an application online,
check it for completeness, and file it over
the Internet using the Trademark
Electronic Application System (TEAS).
 97.8% of trademark applications were
filed electronically in FY 09! (Now we
track end-to-end electronic processing.)
• Three ways to pay: credit card, automated
deposit account or electronic funds
transfer.

U.S. FEDERAL TRADEMARK LAW

 The Federal Trademark Registration Act

of 1946, known as the Lanham Act (or
the Trademark Act), provides the
statutory framework for federal
examination and registration of
trademarks.

Legal Basis to File
What are the possible legal bases on which I can file
an application to register a trademark in the United
States?
• Use of the mark in commerce
– bona fide use of a mark in the ordinary course of trade, and not
made merely to reserve a right in a mark.

• A bona fide intention to use the mark in the future
– Section 1(b) of the Trademark Act, 15 U.S.C. §1051(b), provides
that an applicant may file an application based on a bona fide
intention to use a mark in commerce “under circumstances
showing the good faith of such person.”

• Foreign application or registration
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Registrability of Trademarks –
including Non-Traditional Marks
Questions to ask in determining whether a
sign or device is capable of registration:
•
•
•

Is the proposed mark associated with the
goods/services?
Is the sign or device capable of distinguishing the
goods/services?
Is there a likelihood that the mark will be
confused with another mark?
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Examination Process at the USPTO

1. File Application (Current pendency = 2.9 months)

2. Examination by Trademark Examining Attorney
Allowed, Amended, or Refused.
Common grounds for refusal?
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Examination Process at the USPTO
– continued…
3. If Allowed, publication in the Official Gazette and Notice of
Allowance (if intent-to-use).
4. If Refused, appeal to the Trademark Trial and Appeal Board
(TTAB)
5. If Refusal is affirmed:
A) Appeal to a U.S. District Court de novo: or
B) Appeal to the United States Court of Appeals for the
Federal Circuit (CAFC) on the administrative record.
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Examination Process at the USPTO
– continued.
6. After Publication, Opposition period. Both parties
(Opposer and Applicant) have right to appeal the
TTAB decision.
7. If no Opposition, Registration issues.
8. Cancellation proceeding available to cancel a
registration. Both parties (Petitioner and Registrant)
have right to appeal the TTAB decision. In general,
the USPTO is not involved in inter partes appeals of
TTAB decisions.
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Examination Process at the USPTO
– continued…
Intent-to-Use Applications –
– Mark must be used within 6 months of issuance of Notice of
Allowance
– If mark is not used within that time, applicant may request
an additional 6 months in which to use the mark with the
required fee
– Additional 6-month extensions may be requested but total
time from Notice of Allowance cannot exceed 36 months
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Congratulations!

TRADEMARK
REGISTRATION
CERTIFICATE

®

Trademark Timeline*
Examination: 2.9 months from filing to
examination.
Registration:

10.2 months after filing.

* Figures are approximate, and based on Second Quarter FY 2014 performance.

The TEAS System
• USE TEAS –
Trademark Electronic Application System -- at
http://www.uspto.gov/teas/index.html -– Immediate review of filing formalities
– Immediate confirmation of filing/issuance of serial
number
– Increased data accuracy at USPTO
– Can file up to midnight EST and still get that day’s
filing date
– Context sensitive format guides users in
completing the application

Filing Fees
$325 per class of
goods/services TEAS.

Filing fees for
e-filing:

_________________
$275 per class of
goods/services TEAS RF
form.
$225 per class of
goods/services if filed
using the TEAS Plus
form.

Product Design Marks
• Product design marks are marks that comprise
the design, configuration or feature of the goods
themselves.
• Examples:
- audio speaker
- fishing lure
- candy

Product Packaging Marks
• Product packaging marks are containers,
packaging, wrapping or boxes used with the
goods.
• Examples:
- perfume bottles
- “clam shell” videotape holders
- beverage containers

Registration of Product Design
and Product Packaging
When an applicant applies to register a product’s design
or packaging, the trademark examiner must consider two
separate issues:
1. FUNCTIONALITY: Is the mark, as a whole, functional?
If the mark is functional, it can never be registered as a
trademark.
2. DISTINCTIVENESS: If the mark is not functional, has
the mark acquired distinctiveness for product designs?
Is the mark inherently distinctive for product
packaging?

Registration of Product Design
and Product Packaging
• “Functionality” and “distinctiveness” are two separate
issues. An examiner can refuse registration on either or
both of these grounds.
• A finding that a product feature is functional bars
registration regardless of any evidence of distinctiveness.

• In many cases, it may be appropriate to issue a refusal
on the basis of both functionality and a lack of
distinctiveness.

Purpose of the Functionality
Doctrine
• Functionality doctrine ensures that protection
for utilitarian product features is sought through
a limited-duration utility patent, and not
through the potentially unlimited protection of a
trademark registration.
• Maintains the proper balance between
trademark law and patent law.
• Preserves competition by ensuring competitors
the right to compete effectively.

Test for Functionality
• The U.S. Supreme Court has held that a feature
of a proposed mark is functional if it is
“essential to the use or purpose of the
product or if it affects the cost or quality of
the product.” TrafFix Devices, Inc. v. Marketing
Displays, Inc., 532 U.S. 23, 32 (2001).
• Note: The mere fact that a product design or
packaging has some purpose or function does
not necessarily mean that the mark should be
refused as functional.

Four Factors to Consider in Functionality
Determinations
A trademark examiner’s determination of
functionality generally involves consideration
of one or more of the following four factors:
1) the existence of a utility patent that discloses
the utilitarian advantages of the design sought to
be registered;
(2) advertising by the applicant that promotes the
utilitarian advantages of the design;
(3) the availability of alternative designs; and
(4) whether the design results from a
comparatively simple or inexpensive method of
manufacture.

Distinctiveness
• When an applicant applies to register a
product’s design or packaging, the trademark
examiner must consider two separate issues:
1) Functionality
2) Distinctiveness
• Note: Even if it is determined that the product’s
design or packaging is not functional, it cannot
be registered unless it is distinctive.

Distinctiveness
• In Wal-Mart Stores, Inc. v. Samara Brothers, 529
U.S. 205, the U.S. Supreme Court held that
product designs and product packaging would be
treated differently for purposes of the
distinctiveness analysis.
– A product design can never be inherently
distinctive but can acquire distinctiveness.
– Product packaging may be inherently
distinctive.

Distinctiveness (continued)
• Establishing Acquired Distinctiveness –
Evidence is Required
– The burden of proving that a mark has acquired
distinctiveness is on applicant.
– Applicant may present any competent evidence
to establish that a mark has acquired
distinctiveness. The amount and character of
evidence required to establish acquired
distinctiveness depends on the facts of each
case and particularly on the nature of the mark
sought to be registered.

Distinctiveness: Product Design
• A configuration of a product can never be
inherently distinctive; therefore, it is
registrable only upon a showing of
acquired distinctiveness.

PART IV: LIFE OF A
TRADEMARK

MAINTENANCE

Maintain Use and Registration
• In the U.S. –
• Evidence of continued use: submitted between 5th and
6th year.
– Renewal: submitted between 9th and 10th year.
– Electronic forms can be completed very easily; much of
the data is entered automatically.
• Do keep in mind that, in the U.S., it is the fact of use of the
mark with the goods/services that confers rights, and not
the registration.

Maintaining your company’s trademarks
~ Don’t lose your rights! ~

• Distinguish your trademark from surrounding
text, e.g., use capital letters or italics.
• Use the mark in its proper form. Do not
pluralize it or make it possessive.
• Use the mark as an adjective and couple it
with a descriptive or generic term, e.g., a
Xerox copy.
– Not as a noun, e.g., use “copy”, not “Xerox”.
– Not as a verb, e.g., use “photocopying”, not
“xeroxing”.

• If your mark is federally registered, use the ®.
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Maintaining your company’s trademarks
~ Don’t lose your rights! ~
• Use your mark, use your mark as a mark, and use
your mark consistently. Use notices of prior right.
• Register your marks and maintain the registrations.
• License use of your marks, with your manufacturers,
your distributors, and any other authorized third-party
users, and exercise quality control over your
licensees’ products.
• Monitor the USPTO Official Gazette, monitor the
marketplace, and STOP unauthorized 3rd-party uses.
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TRADEMARK
PROTECTION ABROAD

Is a U.S. Trademark “Good”
Outside the U.S.?
• No.
• Trademark rights are territorial: rights in particular
trademarks exist only within the country whose
laws granted those rights.
• Research conducted in the spring of 2005 by the
USPTO indicates that only 15 percent of small
businesses that do business overseas know that a
U.S. patent or trademark provides protection only
in the United States.

Failure to Understand
the Concept of “Territoriality”
• Failure to understand that trademark registration is required
to have effective rights in almost all countries of the world.
• Use of a trademark on goods or services without registration
does not provide trademark protection, except in a handful of
countries (like the U.S.).
• A showing of use is not required in these countries to file an
application for trademark registration. A registration may be
challenged at a later date for non-use and the right holder
should be aware of the different country requirements.
• Maintenance of trademark registrations in first-to-file
countries is critical.

Where to Register Trademarks
• Your goods or services are marketed;
• Products or parts for your products are
manufactured;
• Research and development facilities are located;
• Your products are trans-shipped;
• You might expand your business in the future;
• Counterfeiting is likely to be a problem; and
• Where your competitors are.

What is the Madrid Protocol?
• An intellectual property treaty which the US
joined on November 2, 2003
• The Protocol was adopted in 1989 and began
operating as an international filing system in
1996
• The Protocol currently has 94 member
countries—called Contracting Parties

What is the Big Deal?
• The Madrid Protocol permits a U.S.
trademark owner to:
• Potentially file a single application, in English,
at the USPTO website, pay in US dollars, and
seek registration in any or all of the
Contracting Parties to the Protocol.
• There is no need to file individual applications
in each of the other 93 countries.

Where to Register Domain Names

Registrars for -• Country-code top-level domains

– .ca., .de, .au, .cn
– Regional domain, e.g., .asia
• Current generic top-level domains (gTLDs), e.g.,
.com, .org
• Recently launched and soon-to-be launched gTLDs

Enforcement of IP Rights

Trademark Disputes in the U.S.
•

•

•
•

Administrative (Registration)
– Opposition @ Trademark Trial and Appeal Board (TTAB)
– Cancellation @ TTAB
Court (Use)
– Federal
– State
U.S. International Trade Commission
(Section 337 Proceedings)
Domain Names
– (U.S.) Anticybersquatting Consumer Protection Act (ACPA)
– UDRP (gTLDs) (e.g., .com)
(Uniform Domain Name Dispute Resolution Policy)
– Rights Protection Mechanisms (RPMs) (new gTLDs)
– For ccTLDs (e.g., .us, .ca, .mx), see
http://arbiter.wipo.int/domains/cctld_db/index.html

Elements of U.S. Trademark Infringement Claim

• Ownership of a valid mark
• Defendant’s use of the same or similar mark,
in commerce
• Defendant’s use is likely to cause confusion
as to origin of defendant’s goods or services

What is Secondary Liability?
• Liability that is placed on a person who did
not directly infringe the intellectual property
right but who helped the infringer or benefited
from the infringer.
• For secondary liability, there must be primary
liability – there must be a direct infringement
by someone else, such as patent
infringement, trademark infringement, or
copyright infringement.

Why is Secondary Liability Important?

• Users will police themselves if they know they
can be liable for the actions of others.
• Important tool in fighting counterfeiting and
piracy on the Internet.

Enforcement
• To enforce one’s intellectual property rights, a
right holder would look to the local court
system and bring an action against the
person copying for “infringement.”
• As going to court can be expensive and timeconsuming, it may be more practical to
attempt to negotiate a resolution with the
party, if appropriate.
• Overall, it is important to consult with a local
attorney, familiar with intellectual property
and dispute resolution.

Enforcement
• Criminal remedies may be available for at
least some types of infringement, so a right
holder may consider consulting with local
police and prosecutors, depending on the
size and scope of the counterfeiting or piracy.
• For example, if the counterfeit product is a
potential risk to public health and safety, law
enforcement authorities may be of assistance
in order to take action to protect the public.

Trademark Registration Information
on uspto.gov

TM Owners Must Be Alert!
Applicants should read every piece of IP
correspondence Carefully!
• Trademark filing information is public information.
• Private companies not associated with the United States Patent
and Trademark Office (USPTO) often use trademark application and
registration information from the USPTO’s databases to mail or email trademark-related solicitations.
 Many include offers:(1) for legal services;
(2) for trademark monitoring services;
(3) to record trademarks with U.S. Customs
and Border Protection; and
(4) to “register” trademarks in the
company’s own private registry.

TM Owners Must Be Alert:
Example

Why Should I Consider Hiring an Attorney?

• Obtain or conduct a pre-application clearance
search

• Interpret search results
• Navigate the application process
• Help you understand the scope of your rights
• Advise you on the best way to police and
enforce your rights

When Do I Need an Attorney?
• Not required to file a U.S. patent application, but
advisable;
• Not required to file for U.S. trademark registration,
but advisable;
• Not required to file for U.S. copyright registration,
but advisable;
• For filings outside the U.S., working with your U.S.
attorney – who will have networks of patent and
trademark attorneys and agents – is imperative;
• For disputes, whether in the U.S. or elsewhere,
securing an attorney’s services is imperative.

Questions?
Susan Anthony, Esquire, Acting Director,
Global Intellectual Property Academy,
Office of Policy and International Affairs, USPTO
Susan.Anthony@uspto.gov or (571) 272-1500

